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STRUCKMEIER ET AL 
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Thomas P. Noland 


Art Unit 

2856 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). (n no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timefy. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication(s) filed on 26 May 2005 . 
2a)D This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-15.25,26 and 53-56 is/are pending in the application. 

4a) Of the above claim(s) 53 and 54 is/are withdrawn from consideration. 

5) [X] Claim(s) 1-15.25.26.55 and 56 is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action orform PTO-152. 

Priority under 35 U.S.C. § 119 

1 2) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) M Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 
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PTOL-326 (Rev. 1-04) 
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1 . Applicant's response filed May 26, 2005, effectively considered a request for 
reconsideration of the finality of the rejection of the last Office action, is persuasive and, 
therefore, the finality of that action is withdrawn. 

2. The declarations filed on May 26, 2005 under 37 CFR 1 .131 is sufficient to 
overcome the Proksch et al reference. 

3. Applicant's continued election, now with traverse, of the originally presented 
invention, in the reply filed on May 26, 2005 is acknowledged. The traversal is on the 
ground(s) that claims 53-54 are similar to those in the elected group and are considered 
to also be allowable. This is not found persuasive because of the reasons advanced in 
the last office action which showed that even though similar they are claiming a 
patentably distinct invention to that originally claimed. Since not searched their 
allowability has not yet been determined by the examiner and is any event irrelevant to 
the question of their restrictability. 

The requirement is still deemed proper and is therefore made FINAL. 

4. Claims 53-54 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on May 26, 2005. 
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5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Kim US 6,856,536 discloses a manual feed back apparatus but 
does not specify that it is used in a probe microscope as claimed. 

6. Xi et al US 6,862,924, not prior art, discloses the use of manual force feed back 
in atomic force microscopy but does not claim a probe microscope as in claims 1 or 25 
using a manual input device, an alerting device and other components as set forth 
therein. 

7. Claims 1 -1 5, 25-26 and 55-56 are allowed. 

8. This application is in condition for allowance except for the presence of claims 
53-54 drawn to an invention non-elected with traverse in the reply filed on May 26, 
2005. Applicant is given ONE MONTH or THIRTY DAYS from the date of this letter, 
whichever is longer, to cancel the noted claims or take other appropriate action (37 CFR 
1 .144). Failure to take action during this period will be treated as authorization to cancel 
the noted claims by Examiner's Amendment and pass the case to issue. Extensions of 
time under 37 CFR 1.136(a) will not be permitted since this application will be passed to 
issue. 
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The prosecution of this case is closed except for consideration of the above 



matter. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tom Noland whose telephone number is (571) 272- 
2202. The examiner can normally be reached on weekdays from 9:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Hezron E. Williams, can be reached on (571) 272-2208. 

The fax phone number for the organization where this application or proceeding 
is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to 2800 Customer Service at (571) 272-2815. 



Thomas P. Noland 
Primary Examiner 
Art Unit 2856 



tpn 

June 6, 2005 




